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The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 1 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
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6) D Claim(s) is/are rejected. 
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DETAILED ACTION 

Election/Restrictions 

Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-8, drawn to a microchip with an optical element integral with said 
chip, classified in class 204, subclass 603. 

II. Claims 9-12 and 21-23, drawn to a microchip including deflecting 
electrodes, classified in class 204, subclass 601 . 

III. Claims 15, 16, and 27-29, drawn to a manipulator including surface 
characteristics which causes the sample to adhere to the manipulator, 
classified in class 422, subclass 100. 

IV. Claims 1 7-20, drawn to a holder for a microchip including a sensor unit, 
classified in class 356, subclass 344 . 

V. Claims 24-26, drawn to an analyzing apparatus comprising a holder for a 
microchip and a lifting unit for the microchip classified in class 346, 
subclass 43. 

The inventions are distinct, each from the other because of the following reasons: 

Inventions I and II are related as subcombinations disclosed as usable together 
in a single combination. The subcombinations are distinct from each other if they are 
shown to be separately usable. In the instant case, although the independent claim of 
Group I (i.e., claim 1) and the first independent claim of Group II (i.e., claim 9) both 
recite a microchip, the detailed structure recited therein is different, i.e., "an optical 
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element" in claim 1 and "deflecting electrodes" in claim 9. Hence for purposes of 
restriction, these claims are considered to a subcombination claims. It would appear 
from the written description it appears that the combination of these particulars is not 
essential, i.e. a microchip with either particular would be operative. Moreover, the 
applicant is claiming these particulars separately. See MPEP § 806.05(d). 

Inventions I and III are related as subcombinations disclosed as usable together 
in a single combination. The subcombinations are distinct from each other if they are 
shown to be separately usable. In the instant case, the manipulator (Group III) could be 
used for transferring material to/from a microarray. Alternatively, the separated species 
could be transferred to extracting well 23a as described in the specification. See 
MPEP § 806.05(d). 

Inventions I and IV are related as subcombinations disclosed as usable together 
in a single combination. The subcombinations are distinct from each other if they are 
shown to be separately usable. In the instant case, the analyzing apparatus (Group IV) 
could be used with any microchip with a separation channel. See MPEP § 806.05(d). 

Inventions I and V are related as subcombinations disclosed as usable together in 
a single combination. The subcombinations are distinct from each other if they are 
shown to be separately usable. In the instant case, the analyzing apparatus (Group V) 
could be used with any microchip. See MPEP § 806.05(d). 

Inventions II and III are related as subcombinations disclosed as usable together 
in a single combination. The subcombinations are distinct from each other if they are 
shown to be separately usable. In the instant case, the microchip (Group II) can be 
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used without the micromanipulator (Group III) if no recovery of separated species is 
desired. See MPEP § 806.05(d). 

Inventions II and IV are related as subcombinations disclosed as usable together 
in a single combination. The subcombinations are distinct from each other if they are 
shown to be separately usable. In the instant case, invention the analyzing apparatus 
(group IV) could be used with microchip which do not have deflecting electrodes (group 
II). See MPEP § 806.05(d). 

Inventions II and V are related as subcombinations disclosed as usable together 
in a single combination. The subcombinations are distinct from each other if they are 
shown to be separately usable. In the instant case, the analyzing apparatus with a 
lifting unit (Group V) could be used with microchips that do not have deflecting 
electrodes (Group II). See MPEP § 806.05(d). 

Inventions III and IV are related as subcombinations disclosed as usable together 
in a single combination. The subcombinations are distinct from each other if they are 
shown to be separately usable. In the instant case, analyzing apparatus (Group IV) 
does not require the micromanipulator of (Group III) if no recovery of separated species 
is desired or alternative means for recovery separated samples is used. See MPEP § 
806.05(d). 

Inventions III and IV are related as subcombinations disclosed as usable together 
in a single combination. The subcombinations are distinct from each other if they are 
shown to be separately usable. In the instant case, the micromanipulator (Group III) 
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could be used with analyzing apparatus which does not have a lifting unit (Group V). 
See MPEP § 806.05(d). 

Inventions IV and I are related as subcombinations disclosed as usable together 
in a single combination. The subcombinations are distinct from each other if they are 
shown to be separately usable. In the instant case, invention both Groups IV and V 
recite an analyzing apparatus including a holder for a microchip. Claim 17 (Group IV) in 
addition recites a sensor unit and claim 24 (group V) in addition recites a lifting unit. 
Hence for purposes of restriction these two claims recite subcombinations. The 
analyzing apparatus of Group IV would operate without a lifting unit. See MPEP § 
806.05(d). 

Because these inventions are distinct for the reasons given above and the 
search required for any Group is not required for any other Group, restriction for 
examination purposes as indicated is proper. 

A telephone call was made to Thomas Tarney on 03 September 2004 to request 
an oral election to the above restriction requirement, but did not result in an election 
being made. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John S. Starsiak Jr. whose telephone number is (571) 
272-1346. The examiner can normally be reached on Monday to Friday from 7:30 AM 
to 4:00 PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nam Nguyen, can be reached on (571) 272-1342. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 





14 September 2004 



